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Cupany Packine Company, Plaintiff in Error, v. Frey & Son, 
INcorPoRATED, Defendant in Error 


United States Circuit Court of Appeals, Fourth Circuit 
July 16, 1919 


Price MAINTENANCE—REFUSAL OF MANUFACTURER TO Seti to JopBer Fair- 

ING TO Opserve Fixep Prices. 

Where a manufacturer sold its product only to selected jobbers 
and wholesalers, who knew that in their selling to retailers they were 
expected to maintain certain prices fixed by the manufacturer and 
that they were likely to be denied goods if they failed so to do, the 
refusal of the manufacturer to furnish goods to a jobber who sold at 
less than the fixed price was not an infringement of the federal statute 
forbidding combinations and discriminations in restraint of trade. 

In error to the District Court of the United States for the 


District of Maryland. 
Before PritcHarp, KNarp and Woops, Circuit Judges. 


Gilbert H. Montague (Joseph W. Goodwin and Thomas Creigh 
on brief) for plaintiff in error, 

Charles Markell and Horace T. Smith (Daniel W. Baker on 
brief) for defendant in error. 

Charles E. Hughes (Charles Wesley Dunn and Mason Trow- 
bridge on brief) for Colgate & Co., as amicus curiae, and 
Henry S. Mitchell, Special Assistant to the Attorney Gen- 
eral, (G. Carroll Todd, Assistant to the Attorney General. 
on brief) for the United States as amicus curiae. 


Woops, Circuit Judge: In this action for damages under the 
federal statute forbidding combinations and discrimination in re- 
straint of trade, the District Judge refused to direct a verdict for 
the defendant and the plaintiff recovered judgment. Exceptions 
were taken at almost very step of the trial; but the vital question on 
which all others turn is whether the testimony, viewed most favor- 
ably to plaintiff, tended to prove an unlawful combination or unlaw- 
ful discrimination to which the defendant was a party. There was 


a mass of testimony and a great number of objections to its intro- 
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duction, and the case comes here on one hundred and forty-one as- 
signments of error covering eighty-five pages of the record; but 
there was so little real conflict in the testimony on the vital issue 
that except on the measure of damages the case might well have 
been tried without prejudice on the following as an agreed state- 
ment of facts: The defendant manufactured and sold Old Dutch 
Cleanser and developed a large trade in that article by extensive 
advertisements in newspapers and magazines and by circulars and 
solicitors. Considering the maintenance of a fixed price necessary 
to an adequate profit, defendant adopted the following means of 
promoting sales and maintaining the wholesale price: It sold only 
to jobbers and wholesalers, who were expected to sell only to re- 
tailers. Soliciting agents were sent to retail merchants and orders 
taken from them at the list price to be transmitted to any jobber 
that the retailer named of the jobbers to whom the defendant was 
selling. These jobbers selected by the defendant, though called dis- 
tributing agents, were purchasers to whom defendant sold at a fixed 
deduction or discount from the list price. This discount was in- 
tended as the jobber’s profit. By circulars and personal inter- 
views jobbers were insistently exhorted to maintain the fixed prices 
in their own interest and that of the defendant. The jobbers knew 
they were expected to maintain the prices fixed by the defendant 
and that they were liable to be cut off if they refused. There was 
occasional underselling by dealers and perhaps occasional disregard 
by the defendant of isolated acts of underselling. But the plan of 
the defendant was generally acquiesced in by jobbers, and its re- 
quest or demands that the prices be maintained were generally com- 
plied with. There was no formal written or oral agreement with 
jobbers for the maintenance of prices. 

The plaintiff was a jobber on defendant’s list of “distributing 
agents” who had a considerable trade in Old Dutch Cleanser. Be- 
lieving that by the elimination of certain expenses usually incident 
to the wholesale business, it could afford to sell Old Dutch Cleanser 
at less than the price enjoined by defendant, plaintiff reduced the 
price below that fixed by defendant. For that reason the defendant 


refused to sell plaintiff at its usual discount from the list price, thus 








> 
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cutting off its business by making it impossible for it to compete 
with other jobbers at a profit. 

The vital question is whether defendant’s method of business, 
coupled with the acquiescence of its customers therein by observ- 
ing its requests or demands to maintain prices, was such cooperation 
between seller and purchasers as amounted to a combination in re- 
traint of trade within the rule laid down in Dr. Miles’ Medical Com- 
pany v. Park & Sons Company, 220 U. S. 373, and other following 
cases. We are obliged to hold that the question has been clearly 
answered in the negative by the Supreme Court in United States of 
America v. Colgate ¢ Company, decided June 2, 1919 [9 T. M. 
Rep. 229]. The court expressly held that the announcement in ad- 
vance that customers were expected to charge a price fixed by the 
seller and that the penalty for refusal to maintain prices would be 
refusal to sell to the offending customer, observance of the request 
to maintain prices by customers generally, and the actual enforce- 
ment of the penalty by refusal to sell to such customers as failed to 
maintain the price, did not constitute a violation of the trust statute. 
Nothing more was done by the defendant and its customers in this 
case, 

Since the defendant, under the Colgate case, merely exercised 
the right reserved by the Clayton Act to dealers of “‘selecting their 
own customers in bona fide transactions and not in restraint of 
trade,” the plaintiff cannot recover under its charge of unlawful 
discrimination in price. 


Reversed. 
Esta Co. v. BurKE 
(257 Fed. Rep. 743) 


United States District Court, Eastern District of Pennsylvania 


May 8, 1919 


i. Unram Competition—Jvrispiction or U. S. Covrts. 
Jurisdiction in cases of unfair competition in the U. S. District 
Court is not conditioned upon diversity of citizenship alone; the matter 
in controversy must exceed the value of $3,000. 
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Trape-Marks—I NFRINGEMENT—DescriptivE Worps. , 
Where plaintiff had registered two separate trade-marks, “Esta” 
and “Auxiliator,” for use upon a humidifier for internal combustion 
engines and in its advertisements and labels described its device as 
“Esta Water Auxiliator,” it was held that there was sufficient doubt of 
its right to appropriate the word “Auxiliator,” on the ground of its 
being decsriptive, to preclude the granting of an injunction against a 
defendant using the alleged imitative mark “Ox-Iliator” upon machines 
designed for a similar purpose. 
Suit in equity against Alfred W. Burke, trading as the Auto- 
mobile Devices Company. Motion for preliminary injunction, 
which was denied. 


James §. Williams, of Philadelphia, Pa., and Samuel E. Darby, 
of New York City, for plaintiff. 
Carl A. Richmond, of New York City, for defendant. 


Tuompson, District Judge: The plaintiff is a corporation of 
the state of Massachusetts, having offices and doing business at 
Boston, Mass., and the defendant is a citizen and an inhabitant of 
Philadelphia, Pa., in the Eastern district of Pennsylvania. 

The bill sets up that the plaintiff is the owner, through assign- 


ments, of patent No. 1,167,619, issued to Esten Beeler January 11, 
1916, upon an application filed June 27, 1914, for improvements 
in bubble-making machines. The object of the invention is to pro- 
duce bubbles in large quantities of a very dry nature in any size 
desired for display and theatrical illusions or other purposes. The 
single claim is for: 


“The combination in a bubble-making machine of a tank or suitable 
container having a false bottom with a plurality of small holes therein, 
means for introducing compressed air beneath said false bottom, and a 
solution of bubble-making properties maintained above such false bottom. 
all substantially as set forth.” 

The plaintiff has used the invention embodied in the letters 
patent in a device or apparatus for humidifying the air supply to 
internal combustion engines, marketed under the name “Esta water 
auxiliator.” 

The plaintiff is also the owner by assignment of a trade-mark 
for humidifiers for internal combustion engines, registered Septem- 
ber 25, 1917, consisting of the word “Auxiliator.” 
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The bill charges infringement of the plaintiff's patent, and of 
its registered trade-mark, and unfair competition in trade, in that, 
as alleged, the defendant has made, used, and sold humidifiers for 
internal combustion engines, made according to and employing and 
containing the plaintiff's patented invention and improvement, and 
used in connection therewith the word “Ox-Iliator,”’ which the plain- 
tiff claims is in such near resemblance to its trade-mark “‘Auxiliator” 
as to be calculated to deceive the purchasing public, and to cause 
confusion in the trade, and to lead the public, which had become 
familiar with the plaintiff's trade-mark in connection with the same 
character and quality of devices, to believe that, in purchasing the 
alleged infringing devices of the defendant, it was really purchas- 
ing devices manufactured and sold by the plaintiff, and that the 
defendant is continuing his unlawful acts, and threatens to make, 
use, and sell infringing devices in large quantities, and to use 
thereon and in connection therewith its simulation of plaintiff's 
trade-mark, and to take advantage of and benefit by the trade, repu- 
tation, and standing of the plaintiff. 

The bill charges more specifically that the defendant has em- 
ployed and used extracts from a certificate of test made by the 
technical committee of the Automobile Club of America of the plain- 
tiff’s “Esta water auxiliator” in connection with his advertisements 
of his alleged infringing device; that for the purpose of unfairly 
competing with and injuring the business of the plaintiff he has 
copied in the printed leaflet of instructions, which he supplies to 
his customers, the printed leaflet of instructions to users of the 
plaintiff's devices, which it had prepared with great care and ex- 


pense; that the defendant, prior to his alleged career of infringe- 
ment of the patent and of the trade-mark, and of methods of unfair 


business competition, had negotiations with the plaintiff in the en- 
deavor to secure the sales agency for the plaintiff’s devices, and is 
taking advantage of information disclosed by the plaintiff, in seek- 
ing to employ the plaintiff’s agents, dealers, and distributors, and is 
unlawfully interfering with and injuring plaintiff's business; that 
he is marketing, and threatens to continue to market an inferior 
article in the infringing device complained of, employing poor work- 
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manship and material, and at a lower price than that at which 
plaintiff is able to sell its product. 

The plaintiff moves for a preliminary injunction upon each ot 
the three grounds set out in its bill, namely, infringement of its 
patent, infringement of its registered trade-mark, and unfair com- 
petition in trade. 

From the injunction affidavits, and the exhibits of plaintiff's 
device and the defendant’s device, it is apparent that the two de- 
vices are practically identical in their means of supplying humidi- 
fied air for internal combustion engines for automobiles. 

The plaintiff is met at the outset of his case, however, with the 
claim of the defendant that neither the Esta water auxiliator nor 
the Burke air moistener, or ox-iliator, is made or operated in accord- 
ance with the Beeler patent, and that the Beeler claim is anticipated 
by devices of the prior art. 

Without going into detail in discussing the defences as to the 
patent in suit, it is sufficient to say that the prior patents cited by 
the defendant raise such reasonable doubt of the validity of the 
patent in suit, and that the application of the patent to either the 
Esta water auxiliator or the Burke ox-iliator is sufficiently doubtful, 
to deny the plaintiff the right to a preliminary injunction. Long 
Arm System Co. v. New York Shipbuilding Co. (C. C.) 207 Fed. 
955; Williams v. Breitling Metal-Ware Mfg. Co., 77 Fed. 285, 23 
Gc. a. Fi. 

This rule applies with greater force because the application of 
the invention to humidifiers for internal combustion engines is of 
but recent date, and its validity as an invention for soap-bubble 


making machines has, as far as appears, never been adjudicated, 


nor had such continued public acquiescence as to raise a presump- 
tion of validity. 


The plaintiff's right to a preliminary injunction for infringe- 
ment of the Beeler patent was not asserted with apparent confidence 
at the argument, nor in the plaintiff's brief, although its counsel 
strongly urged its right to a preliminary injunction to restrain in- 
fringement of its trade-mark and unfair competition. Under the 
charge of infringement of the registered trade-mark ‘‘Auxiliator,” 
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the affidavits present a strong case of the intentional use by the de- 
fendant of a close imitation in adopting for his device the word 
“Ox-Iliator.”” The relations of the parties prior to the commence- 
ment of the defendant’s manufacture and sale of his device, through 
which he gained inside confidential knowledge of the plaintiff's busi- 
ness methods, its sales agencies, and the merits of its device, his 
reference in his advertising to and his quotation of the official test 
of the technical committee of the Automobile Club of America, 
known as “Certified Test No. 36,” and, in a less degree, his copying 
in extenso the plaintiff's printed leaflet of instructions to users of 
the plaintiff's device, point to an intention upon his part to unfairly 
appropriate to himself the merits of the plaintiff's device and the 
advantage of what the plaintiff had accomplished in its business. 

As to unfair competition, however, the plaintiff has neither set 
up in its bill nor proved the jurisdictional facts necessary for relief. 
While it has set up and shown diversity of citizenship, jurisdiction 
in a case of unfair competition is further conditioned upon the mat- 
ter in controversy exceeding the value of $3,000, and the plaintiff 
has neither alleged in the bill nor proved that jurisdictional fact. 
The requisite amount in controversy is as essential as diversity of 
citizenship, and not having been averred, in accordance with equity 
rule 25, nor proved in the moving affidavits, the court, under section 
24 of the Judicial Code, is without jurisdiction to pass upon the 
question. Neither charges of infringement of a patent nor a regis- 
tered trade-mark are sufficient to confer jurisdiction in matters 
which are the subject of separate causes of action, distinct in their 
nature, at least until validity and infringement are established. 
Postal v. Netter (C. C.) 102 Fed. 691; Unit Construction Co. v. 
Huskey Mfg. Co. (D. C.) 241 Fed. 129 [7 T. M. Rep. 428]; Mecky 
v. Grabowski (C. C.) 177 Fed. 591; Planten v. Gedney, 224 Fed. 
382, 140 C. C. A. 68 [5 T. M. Rep. 382]; Detroit Showcase Co. v. 
Kawneer Mfg. Co., 250 Fed. 234, 162 C. C. A. 370 [8 T. M. Rep. 
327]. 


Coming to the charges of infringement of the registered trade- 


mark, has the plaintiff made out a case of such reasonable certainty 
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as to justify the court in restraining the defendant from the use of 
the word “Ox-Iliator’’? 

There is not the slightest resemblance in appearance between 
the plaintiff's device and that of the defendant’s. No one who had 
seen the plaintiff's device could be deceived through similarity of 
appearance into purchasing one of the defendant’s. The defend- 
ant’s mark consists of the words “Burke Ox-Iliator,”’ so that, in the 
absence of any evidence of the public, or even of a single purchaser, 
heing deceived, the determination of the question, if the plaintiff has 
established its right to a trade-mark, would depend upon whether 
the word “Ox-Iliator,” in connection with the defendant’s name, is 
in itself sufficient to mislead and deceive. Assuming, however, that, 
being idem sonans, it would tend to deceive and mislead, the plaintiff 
must make out a case of registration of a symbol or a word indicat- 
ing origin or ownership, rather than a word descriptive of the thing 
sold. From the proofs, it appears that the plaintiff has registered 
two separate trade-marks—the word “Esta” and the word ‘“Auxili- 
ator.” Without the word “Esta,” it is not free from doubt that the 
proofs show that the word “Auxiliator’ indicates the origin or 
ownership of the plaintiff’s device. 

It appears, from the evidence contained in the affidavits, the 
plaintiff's device is intended to aid in the combustion of the fuel 
going into the cylinders of the automobile engine, preventing the 
accumulation of carbon, cleaning from the cylinders that already 
deposited, and aiding in reduced consumption of fuel and the power 
and efficiency of the motor. 

In the plaintiff's advertisements and in the label upon its de- 
vice the words “Esta Water Auxiliator’” indicate that the thing sold 
is described as an auxiliator. The word “auxiliator’” is a Latin 
word, meaning “helper; assistant.” It is closely related, as the 
defendant’s counsel has pointed out, to the familiar English noun 
“auxiliary,” meaning “helper; assistant.” In the Italian the word 
is “Ausiliatore”’; in the Spanish and Portuguese, ‘Auxiliador’’— 
both meaning “helper.” Inasmuch as the word “Esta” really indi- 


cates origin, and the word “Auxiliator’” is used in describing the 


thing the plaintiff is making and marketing, there is at least suf- 
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ficient doubt of the right of the appropriation of the word ‘“Auxilia- 
tor” as a trade-mark to preclude the granting of an injunction upon 
the ground of the defendant’s use of an imitative mark upon his de- 
vice. Thermogene v. Thermozine, 234 Fed. 69, 148 C. C. A. 85 
[6 T. M. Rep. 247]; Detroit Showcase Co. v. Kawneer Mfg. Co., 
250 Fed. 284, 162 C. C. A. 370 [8 T. M. Rep. 327]; Postal v. 
Netter (C. C.) 102 Fed. 691. 


The motion for a preliminary injunction is denied. 


Farr & Carnivat Suppiy Co. v. SHAPIRO ET AL. 
(257 Fed. Rep. 558) 
United States District Court, Eastern District of Pennsylvania 
May 22, 1919 


1. Unramr Competition—NaTureE or THE WeRone. 
If one manufacturer has created a demand on the part of the 
purchasing public for his particular make of a given product, and 
another manufacturer seeks to share in the trade thus created by im- 


posing the second make as the first, such second manufacturer is guilty 
of unfair competition. 


Unram CoMPpeTITION—DENIAL or Pretiminary INJUNCTION—NECESSITY 
oF DETERMINING Facts. 


Where in a case of alleged unfair competition a preliminary in- 
junction was denied because of the insufficiency of the supporting 
proofs, and the defendants were unwilling to have the case heard upon 
the averments of the bill as upon final hearing, a trial was necessary 
to find whether or not unfair competition actually existed. 


Suit in equity by the Fair & Carnival Supply Company against 
Max Shapiro and Nathan Karr, trading as Shapiro & Karr. On 


motion to dismiss bill. Denied. 
See 9 T. M. Rep. 51. 


J. Bonsall Taylor, of Philadelphia, Pa., Stephen J. Cox, of 


New York City, and E. Hayward Fairbanks, of Phila- 
delphia, Pa., for plaintiff. 


Alfred Aarons, of Philadelphia, Pa., for defendants. 


Dickinson, District Judge: Inasmuch as the conclusion which 


we have reached to deny this motion involves the trial of the cause, 
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we refrain from any discussion of its merits at this time, and con- 
fine ourselves to a statement of the respective contentions of the 
parties, so far as called for to disclose the ground of the present rul- 
ing. 

The real basis of the complaint is the feeling of ownership 
which any one has in a field of commercial exploitation which he has 
created or has first found. This feeling is universal and deep- 
rooted. Such a finder regards himself as a pioneer, and resents 
the intrusion of any one else upon what he regards as his own 
domain. Sympathetic recognition of this claim of right is the 
foundation of our patent and copyright laws. The existence of 
such laws and a knowledge of the legal rights which they confer 
suggest the thought of the evils of monopolies, and the subsidiary 
thought that, if such claims of right are recognized otherwise than 
through the operation of the patent laws, the claimant is accorded « 
greater right if he is not a patentee than if he is. We are, in con- 
sequence, forced to the conclusion that an inventor or first dis- 
coverer must assert his claim of right through the patent laws or 
not at all. It we stop here, however, wrongs which would be recog- 
nized by every fair-minded person as wrongs would go unredressed. 
We are in further consequence driven to the search for some other 
principle upon which a remedy can be built. The principle at 
hand is that which is known as the doctrine of unfair competition. 
This right to protection against unfair competition in trade is the 
right which the plaintiff in this case invokes. The distinction sought 
to be made is that which has been expressed for us by Judge 
Bradford in Unit v. Huskey (D. C.) 241 Fed. 131 [7 T. M. Rep. 
430]. This distinction may be brought out by its application to 
the facts of this case, and thereby the rights of the plaintiff made 
clear. 

Plaintiff claims to have conceived the thought of putting up- 
on the market a doll baby having a certain appearance and charac- 
teristics. If we assume (which, of course is not the case) that the 


plaintiff had been the first to get the idea of such a thing as a doll 


baby, the commercial value of the idea would have been at once rec- 
ognized, and a trade would at once have been built up in dolls. If 
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no lawful monopoly, however, was possessed by the plaintiff through 
its exclusive right to make and vend such dolls, given by patent laws 
or otherwise, the plaintiff could not deny to others the right to make 
and sell dolls. If, however, by reason of the plaintiff's having 
originated a trade in dolls, it became so associated in the mind of 
the purchasing public with the doll product as that there was a 
demand for the plaintiff's make of doll, and another manufacturer 
sought to share in the trade thus created, through and by imposing 
upon purchasers the second make of dolls as the first make, there 
would then be a legal wrong calling for redress. Within the lines 
thus marking out the legal limitations there are other lines uni- 
versally recognized as lines which should not be overstepped by 
any one having a decent respect for the opinion of those who believe 
in fair dealing. 

The manufacturer of the make of doll of which the plaintiff 
complains has imitated the plaintiff's make of doll. Comparing one 
of each make, they are as like as twins. This likeness causes to 
arise in the mind two thoughts: The one is that, whether this 
second manufacturer has trespassed upon the legal rights of the 
plaintiff or not, he has, in the ethical sense at least, sought to gain 
an unfair and an unrighteous advantage by appropriating to him- 
self that to which the plaintiff has a just claim. The other thought 
is that he at least may have overstepped the line between fair and 
unfair competition as legally defined. 

The plaintiff in this case moved for a preliminary injunction. 
The injunction was not awarded, because the supporting proofs did 
not enable us to make findings which would justify the interference 
of the court in limine. It does not follow, however, that the trial 
proofs will also fall short. We are of opinion that the plaintiff is 
entitled to the opportunity to prove its case if it is able to do so. 
For this reason we deny the present motion. In entering this 
denial, however, it may be proper to state the practical grounds on 
which defendants urge the motion. They are not manufacturers, but 
jobbers. They bought that which was upon the market for sale, and 
it is fair to assume that they at least may have bought in ignorance 
of the fact that the rights of any one were involved. Because of 
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the fact that the thing over which this controversy hovers is a doll, 
it is practically difficult, if not impossible, to distinguish between 
similitudes which are functional likenesses and similarities which 
are only such in appearance, for the reason that all the things which 
enter into the looks of a doll may be said with truth to be functional. 

The trial of a case of this kind will probably involve more in 
expense than the interests of one who is claiming no more than a 
right to sell a job lot would warrant him in incurring. This affords 
something of a justification for asking that the question of the right 
of the plaintiff to that which he asks should be determined upon his 
own statement of the facts which base his claim of right. If the 
plaintiff here were asking to have awarded a monopoly of its make 
of doll simply because it was the first to make the doll possessing 
these peculiar characteristics, this claim of right might well be 
determined in advance of the trial. The plaintiff is, however, 
claiming more, and that is a trespass by the defendants upon the 
special field which the plaintiff has laid out and occupied by putting 
upon the market the plaintiff's make of doll. This will require the 
court to make the finding of fact of whether or not unfair com- 
petition exists. If the defendants were willing to have the case 
heard upon the averments of the bill as upon final hearing, disposi 
tion might now be made of the whole case. This, however, they 
are unwilling to do, because they deny the fact of unfair competi- 
tion. This means that this fact must be found, and it can only be 
found upon trial, and the defendants cannot ask that the law of the 
case as affecting it be determined in advance of this essential fact 
finding. 


The motion to dismiss is denied. 
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STEELE ET AL. v. D. L. Warp Co. Ef AL. 


(257 Fed. Rep. 747) 


United States District Court, Eastern District of Pennsylvania 


May 29, 1919 


Unrain CoMPETITION—SIMILARITY OF Propwcts. 

Where, in a case of alleged unfair competition, there was nothing, 
either in the general likeness of the products of plaintiff and defendant, 
or in any of the features of their appearance, or in all combined, which 
led to the conclusion that there was either the attempt to palm off one 
make for the other, or that one had been mistaken for the other, it 
was held that the bill was not sustained by the proofs. 

Unrairn CoMPETITION—SELECTION OF NAMES. 


Unfairness may be found in the selection of a name like that of 
a competitive product, if intended to deceive; it may also be found if 
the mistake of one name for the other will result, although such result 
may not have been the motive for the choice of the name. 
Suit in equity by John D. Steele and Frederick A. Strong, Jr.., 
against the D. L. Ward Company and Charles T. Ehmling. De- 
cree for complainants. 


Robert M. Barr, of Philadelphia, Pa., for plaintiffs. 
Howson & Howson, of Philadelphia, Pa., for defendants. 


Dickinson, District Judge: It may contribute somewhat to 
a clear view of the real questions involved in this case if a pre- 
liminary outline statement of the situation of the parties, their re- 
spective claims of right, and how far these claims have a legal basis 
is first given. We may then proceed to consider which of the claims 
to legal rights are well founded. 

A man by the name of Alexander Ehmling conceived the 
thought of a letter stationery box which would make its appeal to 
purchasers through having certain features of convenience of use. 
Without enumerating all these features, one of them was to have the 
box so constructed as that it would in itself answer to the purposes 
of a writing desk. This was an important, if not the chief, feature, 
and gave to the box the designation of a “desk box.’ Another 
feature was the division of the box into compartments, so that the 
lid, when opened, might hold the writing paper as a pad, and the 
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body of it the envelopes, separated by a partition, which made a 
tray for holding pens. This required, or at least suggested, such a 
construction as would permit of the lid, with its pad of writing 
paper, folding down over the body containing the tray and envelope 
space, with other features of what may be termed the mechanical 
construction of the box. It was found that the average user re 
quired more letter sheets than envelopes, and the box was supplied 
with them in the proportion of 24 to 21. 

It would be readily recognized that all and any one of these 
features have a value of convenience, but that the purchaser who 
buys boxes of stationery for home use would be so well supplied 
with desk and other facilities that having them supplied along with 
the box would make no very great appeal to him. 

The attempt to build up a business met at first with only a 
modest success. The first type of box was known as the “Dutch 
Girl.” The business was that of the “Twin Company.” Alex- 
ander Ehmling was himself the chief, if not the only salesman. As 
such, he was efficient and quite successful. He had patented his 
box, and thus secured rights, which will later be discussed. Natu- 
rally he laid strong emphasis upon the fact that the box he was sell- 
ing was his make of box, and protected by letters patent issued to 
him. He was also president of the company, and his name ap- 
peared as such. The box was not, however, identified by the trade 
with his name, so as to be known in the trade as the “Ehmling 
box,” but was known under other trade-names. Although the efforts 
to secure a trade met, as has been said, with a fair measure of suc- 
cess, and stationery put up as the Twin Company put it up in their 
boxes came, in a limited way, to be recognized to be in a class by it- 
self, the business as a commercial venture was not a complete suc- 
cess. 

This lack of success was probably, at least, in large measure, 
due to other things than any failure on the part of users of the box 
to appreciate its merits. There was need, however, to reorganize 
the business. This brought the present plaintiffs into it, and 
Ehmling, the patentee, dropped out. His brother, Charles T. 
Ehmling, was also in the employ of the company, and learned of the 
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box and the details of the business. The brother also severed his 
connection with what become the business of the plaintiffs. 

Then came the establishment of military camps, first on the 
Mexican border, and afterwards officers’ training camps and canton- 
ments in a number of places, as well as an increase in the number of 
ships and naval stations. The sale of letter-writing facilities, such 
as these boxes afforded, was greatly stimulated, and the business ex- 
panded eightfold or more. Soon the salesmen of the plaintiffs, on 
their visits to camps and to naval and military officers, who were 
purchasers of navy and army supplies, found there were competitors 
in what the plaintiffs looked upon as their special field. Among 
these competitors was the defendant. It had been led, or induced 
to go, into the trade under the following circumstances: 

The defendant, who had long been and was largely engaged in 
the same general line as a manufacturer, was approached by Charles 
T. Ehmling with the project of making for and supplying to him 
letter boxes for which he thought he could build up a trade. Ehmling 
had no capital and no credit. The project in consequence did not 
appeal to the defendant. The insistence of Ehmling resulted, how- 
ever, in an arrangement being made by which he was to be provided 
with facilities for the manufacture of his make of boxes, which were 
to be put upon the market and sold. Ehmling’s compensation was 
to be determined by the defendant after the success of the venture 
became known. The defendant had at the time no knowledge of 
the plaintiffs’ box as patented or otherwise, or of their claims upon 
the trade in their special field. A box was put out under the trade- 
name of “Ehmling’s Linen,” and is the box known to this record 
as defendant’s “first box.’ It possessed all the features of plain- 
tiffs’ box, and was substantially like it; the most noticeable variance 
being in the location of the pen tray. Notice of the trade competi- 
tion thus introduced sent the plaintiffs to the defendant, with a com- 
plaint of a trespass upon plaintiffs’ rights, and a warning of the 
consequences of infringement. The parties, with their counsel, met 
in conference. No bill of complaint had at that time been filed, 
although one had been prepared, ready to be filed. The attitude 
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of the defendant as declared by it (and its sincerity is found) was 
one of willingness to meet the demands of the plaintiffs. 

The business of the defendant with Ehmling had not turned 
out to be profitable, so that, aside from other matters which entered 
into consideration, the defendant had no selfish motive in a continued 
trespass upon plaintiffs’ rights. In consequence, the defendant, 
without any formal admission of plaintiffs’ proprietary right to the 
tray form of box, agreed to discontinue the use of this form, and to 
take the tray feature out of its make of box. This was done, and 
the defendant thereafter put out what is known to this record as the 
defendant’s “second box.” This is substantially the same box, 
with the tray feature eliminated, making of it a box with the en- 
velope compartment larger in one direction than that called for by 
the size of the envelopes. The practical result is, when the en- 
velopes slide (as, of course, they do) to one side, there is what the 
plaintiffs call a ‘pen tray space’ provided, or at least ready at 
hand for use. The efforts of the parties and their counsel to ad- 
just all their differences, at first thought to have succeeded, were 
finally unsuccessful, and the bill now before us was filed. 

There is in the mind of the plaintiffs the natural, although 
unavowed, because untenable, claim to an exclusive right, if not to 
the special sales field of army cantonments, at least to the sale of 
“desk boxes.’”’ We have characterized this claim as natural, be- 
cause, as often before observed, the one who is the discoverer or the 
creator of a special field of demand resents as an intrusion the entry 
upon it of any one else. The claim of an exclusive right (as to any 
monopoly) cannot be given judicial sanction or support, unless it 
reaches the dignity of a legal right. 

This brings us, after an overlong prelude, to the averments of 
the bill of complaint, the answer, and the proofs disclosed by the 
evidence. The complaint may be summarized as one of unfair 
competition, and of infringement of the patent rights to which the 
plaintiffs have succeeded. The answer is a denial of all acts of 
unfairness and of all unfair dealing in competing for a share in the 
trade—a denial of infringement and of the validity of the patents. 

The right of the defendant to compete for trade in the special 
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field which plaintiffs had marked out for their own, is, of course, 
asserted. This special field may be delimited as the supply of the 
needs of those who were in need, not of stationery alone, but of a 
desk and writing facilities along with it. The expression “desk 
box,’ by which plaintiffs designated what they were offering for 
sale, emphasizes this feature of their real complaint. 


The complaint of unfair competition may be first given atten- 
tion. It has two bases in the facts as asserted by the plaintiffs. 
One is the like general make-up and consequent like general appear- 
ance of the two makes of boxes. The other fact is that the plaintiffs’ 
make of box was that of Alexander Ehmling, who patented it. 
Alexander Ehmling was also the president of the company which 
manufactured and sold his make of box. When the defendant manu- 
factured boxes designed by Charles T. Ehmling and sold them as 
boxes of ““Ehmling’s Linen,” or made other use of the Ehmling name, 
the result intended, but whether intended or not, was to impose 
upon the purchasing public the defendant’s make of box for that 
of the plaintiffs. 

With respect to the first fact, we are unable to find that it has 
the significance attributed to it by the plaintiffs. The fact of like- 
ness in appearance is found, so far as general similarity is involved. 
The familiar distinction, however, between likeness which functional 
features common to two things lend to their appearance and like- 
ness in features not functional, presents itself. The latter justifies 
giving to such likeness a deceiving significance. The former for- 
bids it, or at least does not warrant it. 

Our finding is that there is nothing, either in the general like- 
ness or in any of the appearance features (including the seal fast- 
ener) or in all combined, which leads to the conclusion that there 
was either the attempt to palm off one make for the other, or the 
result of having one mistaken for the other. The fact that de- 
fendant’s make of box was given the name of “Ehmling’s box’’ 
might, and would, under some circumstances, have a bad significance. 
Here, again, however, there is suggested the two points which were 
brought out in the opinion of Judge Magill in the Suburban Life 
publication case. Unfairness may be found in the selection of a 
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name like that of a competitive product, if intended to deceive. It 
may also be found if the mistake of one for the other will result, 
although such result may not have been the motive for the choice 
of name. The use of the name “Ehmling” did not have a deceptive 
purpose. The defendant has nothing to gain from its use. The 
only value it had was to preserve to Ehmling any good will which 
he might build up, if he afterwards withdrew his business from the 
defendant. The use of the name did not result in any mistake of 
one make for that of the other. The plaintiffs’ make of boxes was 
never known by that name, but by other trade-names which had 
been chosen for them. 


The use of the name could not have been prompted by any 


thought that it would or could aid in the palming off of the defend- 
ant’s boxes as those of the plaintiffs. Its use would not, therefore, 
justify a finding either of intended or resulting deception. The 
bill of complaint, so far as it avers unfair competition, is not sus- 
tained by the proofs. 

With respect to the patent rights claimed by plaintiffs, they 
show the award to them of such rights by letters patent No. 1,014,- 
581. ‘Prima facie this patent is valid. There is a general denial 
of validity, but this is in effect more a refusal to admit validity 
than a denial of it. There is, on the other hand, a very substantial 
acquiescence in the assertion of the rights claimed by plaintiffs, so 
far as embodied in the defendant’s first make of box. As against 
the defendant we may find both validity and infringement to this 
extent. As defendant discontinued the manufacture of this make 
of box, and has disavowed any claim of a right to resume its manu- 
facture, the finding made is of little practical value. What we are 
now concerned with is the scope of the claims of the patent, and 
more particularly whether they include defendant’s second make of 
box. The right to make this they assert and stand upon. If they 
cannot make it, then, as they view it, a box cannot be made of 
larger dimensions than the size of the envelope contents demands. 
As already indicated, the real right claimed by the plaintiffs is a 
trade right, rather than a patent right. Given the conception of a 
stationery box, with the desk box and tray features added, and any 











STEELE ET AL. V. D. L. WARD CO. ET AL. 385 


variations would seem to involve only details of mechanical construc- 
tion and convenience in arrangement of compartments. If this be 
true, it follows that, when the plaintiffs are allowed a patent upon 
their make of box because of a combination of features, including 
the tray, they get all which the patent laws can give them, unless 
they have the right, also, to the desk box feature. The latter is 
the feature of real value. Unfortunately for them, we cannot allow 
such claim of right, for the reason that this feature has not been 
patented, and this because, in view of the state of the prior art, it 
is not patentable. 

The doctrine of the law which stands in the way of the plain- 
tiffs is not that of estoppel or of waiver, but the doctrine that the 
plaintiffs cannot have a monopoly of the right to make and vend, 
unless the patent laws give it, and the award of a patent makes the 
gift effective. No matter how broad the right given by the law, if 
the patentee secures the allowance of letters patent, at the cost of 
his right being limited and restricted to a particular construction as 
the embodiment of what he claims, and all he claims, he gets no 
more than the rights awarded him, notwithstanding the fact that he 
was entitled to more than was awarded him. If the limitations ex- 
acted of him as the price of any grant make the price excessive, he 
may refuse to pay the price and have his right to all he claims de- 
termined. He cannot accept what is awarded him and claim more. 
The grant of letters patent alone gives him whatever right he may 
claim. The patent granted is prima facie valid. He may not get 
all or any part of what is granted, but without the patent he gets 
nothing, no matter how great his deserts. 

Without unduly expanding this opinion by going into a discus- 
sion of the scope of the patent claim, we content ourselves with a 
statement of the conclusions reached. These are that the claim in 
issue is valid and infringed by defendant’s first box, that defend- 
ant’s second box is not an infringement, and that there has been 
no infringement by defendant after notice in fact of plaintiffs’ 
patent rights. 

The plaintiffs are entitled to a decree embodying these findings, 
and to an injunction against the making, using, or vending of a 
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desk box with the tray feature. The everments of the bill charg- 
ing unfair competition are not sustained. 


Henry Romerke, [Nnc., v. ALBERT RomeIKE & Co., INc. 
(227 N. Y. Rep., Memoranda Decisions, p. 10) 
New York Court of Appeals 
July 15, 1919 


Romeike v. Romeike & Co., 179 App. Div. 712 [7 T. M. Rep. 
618] affirmed. 


Appeal from a judgment, entered November 19, 1917, upon 
an order of the Appellate Division of the Supreme Court in the 
first judicial department, reversing a judgment in favor of plaintiff 
entered upon a decision of the court on trial at Special Term. The 
action was to enjoin the defendant from using the name “Romeike”’ 
as part of its corporate name and from engaging in unfair and 


fraudulent competition with the plaintiff. The Appellate Division 
held that there was no evidence of any dishonest use by defendant of 
its corporate name, nor any resort to artifice or deceit to mislead the 
public or to cause confusion as to the identity of the respective 
businesses of plaintiff and defendant. 


Harry D. Nims for. appellant. 
Henry Schoenherr for respondent. 


Judgment affirmed, with costs; no opinion. 


Concur: Hiscock, Ch. J., CHase, CoLuin, Cuppesack, 
Hoean, McLavGHuIn and Crane, JJ. 
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Parsons Trapine Co. v. Samuet D. HoFrMAN ET AL. 
(107 N. Y. Mise. Rep. 536) 
Supreme Court of New York, Special Term 


June, 1919 


‘Trape-Marks—Use Upon Goons oF THE SAME C1ass. 

Plaintiff corporation, engaged principally in foreign trade, was the 
owner of a trade-mark consisting of the word “Caravel,” with a picture 
of a ship of the ancient type, which it applied first to paper and after- 
ward to several other kinds of goods. Later, defendant corporation, 
also engaged largely in foreign trade, having adopted the name “Caravel 
Company” and a label bearing said name, with a similar representa- 
tion of a ship, undertook to deal in various kinds of goods, including 
paper and other products, upon which plaintiff had previously used its 
trade-mark. Held, that defendant should be restrained from dealing 
in or advertising under the name “Caravel Company,” or any similar 
name, those goods as to which plaintiff had established the exclusive 
right to use the Caravel trade-mark. 


Action for injunction. Granted. 


Parsons, Closson & McIlvaine (Herbert Parsons and Edward 


C. Sperry, of counsel), for plaintiff. 


A. T. Scharps, for defendants. 


Piarzex, Judge: The essence of the wrong complained of 
by the Parsons Trading Company is unfair competition. It seeks 
to prevent the continued use by the defendants of the name “Caravel 
Company” and to restrain the use of labels and advertising matter 
in which the word ‘“‘Caravel” is used. The plaintiff is a trading 
corporation organized in 1907. It succeeded to the business of 
Parsons Brothers, a partnership formed in 1900. It is chiefly, but 
not exclusively, engaged in trade with foreign countries. Its prin- 
cipal business is in paper and manufactures of paper, but it has 


also dealt and still deals in a very great variety of other merchan- 
dise. This diversity in the character of the goods traded in is the 
result of a gradual expansion and extension of the business in new 
directions, a process which is still going on and is expected to con- 
tinue. It is the owner of a trade-mark consisting of the word 
“Caravel” with the picture of a sailing vessel of the ancient type. 
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This mark was orignially used only on paper. As the business ex- 
tended, the trade-mark was more widely used. It has been affixed 
to inks, ink-making materials and various other goods which are 
specifically mentioned in the findings. The plaintiff has shipped 
other goods to which in its invoices it has applied the word “Caravel’”’ 
as the designation of a brand, but to which its trade-mark has not 
been affixed. Goods of many other descriptions have been shipped 
and many other shipments of similar goods have been made with- 
out the use of either the name or the mark. The individual de- 
fendants were partners doing business under the trade-name 
“Caravel Company.” The partnership was formed in 1916. The 
firm name was chosen innocently. At first the firm business was 
confined to dyestuffs. Later it dealt also in drugs and chemicals. 
Its business, like plaintiff's, was largely done with foreign countries. 
In 1918 the defendant corporation was formed. The name under 
which the firm had done business was taken as the corporate name. 
The business of the firm was transferred to the corporation and the 
firm was dissolved. Its members became officers of the corporation, 
and it continued the business in dyestuffs, drugs and chemicals. It 
also extended its dealings to general merchandise. It has used a 
label upon which its corporate name is printed, together with the 
representation of a sailing vessel of the caravel type. Its cata- 
logues, advertising matter and stationery bear the same name and 
drawing. Its label has been affixed to certain classes of goods 
which plaintiff has been accustomed to ship without its trade-mark. 
It is shown to have attempted to do business in paper and in other 
classes of merchandise which plaintiff had previously dealt in under 
its trade-mark. Prior to the organization of the corporation, but 
after its formation had been decided upon, plaintiff notified the 
firm that it was the owner of the Caravel trade-mark and requested 
the firm to discontinue the use of the word “Caravel’ both in its 
firm name and otherwise in connection with the sale of its goods. 
Thereupon the firm had a search made of the records of the Patent 
Office. The search disclosed the particular classes of merchandise 
for which plaintiff's trade-mark had been registered. The search 
showed that trade-marks consisting of the word “Caravel,” both 
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with and without the representation of a sailing vessel, had been 
registered by other persons for goods of various descriptions. The 
defendants refused to abandon the use of the name “Caravel Com- 
pany” or the use of their labels, and this action was commenced for 
injunctive relief. A trade-mark is acquired by adoption and use 
as such. It must be affixed to the goods. The right of user is in 
its very nature an exclusive right. Unauthorized use or imitation 
by a competitor may be restrained. The right to exclusive use of 
the trade-mark is not unlimited. Its use upon one or more com- 
modities does not give the right to use it upon all. But neither 
is the right confined to the precise species of goods to which the 
mark has been affixed. It extends to other goods of the same class. 
And where the general uses or characteristics of the articles are 
similar or analogous they are within the same class. A trade-mark 
used by a manufacturer of picks and hoes may not be used by a 
competitor upon shovels (Collins Co. v. Oliver Ames & Sons Corp., 
18 Fed. Rep. 561); nor may a manufacturer of tooth brushes ap- 
propriate the mark used by another on hair brushes (Florence Mfg. 
Co. v. J. C. Dowd & Co., 178 id. 73). Prior appropriation to the 
species prevents a subsequent competitive use upon a class in which 
the species is included. The test is whether an intending pur- 
chaser would be likely to mistake the origin of the goods. The 
purpose is to prevent the palming off of the product of one trader 
as that of another. And where the danger of confusion and decep- 
tion is manifest it is unnecessary to prove that either has in fact 
occurred. The principles thus stated as applicable to trade-marks 
apply equally to marks which are not technical trade-marks and to 
trade-names. So the use of a corporate name may be enjoined if 
confusion or deception is likely to result from its use by a dealer 
in competitive goods. Heileman Brewing Co. v. Independent 
Brewing Co., 191 Fed. Rep. 489 [2 T. M. Rep. 47]; Dutton & 
Co. v. Cupples, 117 App. Div. 172; Simplex Automobile Co. v. 
Kahnweiler, 162 id. 480 [4 T. M. Rep. 353]; Star Co. v. Wheeler 
Syndicate, Inc., 91 Misc. Rep. 640 [5 T. M. Rep. 358]. From the 
facts stated and the general principles adverted to certain con- 
clusions in the present case seem plain: First. The plaintiff has 
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acquired the exclusive right to use the Caravel trade-mark on the 
various classes of goods upon which it or its predecessor was the 
first to affix and use that mark. Second. The plaintiff did not 
acquire any exclusive right to the use of the name or mark by 
the mere use of the name “Caravel” in its invoices. Third. The 
use of the trade-mark upon certain classes of goods cannot upon 
any theory of extension of user give plaintiff the exclusive right to 
use it upon all the varied classes of general merchandise in which 
it has dealt or in which it may hereafter choose to deal. Fourth. 
Though the use of a corporate name may be restricted and enjoined 
in a proper. case, there is no ground upon which the defendant com- 
pany can properly be required to discontinue the use of its corporate 
name. It seems to me that the important question in the case is 
whether the defendant corporation ought to be allowed to do busi- 
ness in its corporate name in those classes of goods upon which 
plaintiff has the exclusive right to use the Caravel trade-mark. |! 
think it ought not. If the business of the defendant corporation 
were confined solely to such goods it would be restrained from con- 
tinuing to do business under the name “Caravel Company.” The 
case of Kayser & Co. v. Italian Silk Underwear Co., 160 App. Div. 
607 [4 T. M. Rep. 58], is authority for that proposition. See, 
also International Silverware Co. v. Rogers Corporation, 66 N. J. 
Eq. 119. But the defendant corporation deals in goods of a very 
diversified character. I think, therefore, that the plaintiff is en- 
titled to an injunction which shall restrain the defendants from 
dealing in or advertising under the name “Caravel Company,” or any 
similar name, those goods as to which plaintiff has established the 
exclusive right to use the Caravel trade-mark and which are indi- 
cated in the findings. 
Judgment accordingly. 








HILTON V. HILTON 


Hitton v. Hitton 
(107 Atlantic Rep. 263) 
Court of Errors and Appeals of New Jersey 
June 20, 1919 


(Syllabus by the Court) 


InsUNCTION— V 10LATION—CoNnTEMPT—TRADE-N AME. 

When a defendant has been enjoined from using in the clothing 
business the name of “Hilton” alone or in such a way as to lead the 
public to believe that his goods are the complainant’s goods, or his busi- 
ness is the complainant's business, the question whether he has violated 
that injunction is one of fact. The test is whether the use by the de- 
fendant of the words in dispute is likely to deceive ordinary purchasers 
buying with such care as would usually be exercised in such transac- 
tions. A nice discrimination is not expected from the ordinary pur- 
chaser. Neither actual confusion nor actual fraudulent intent need be 
shown where the necessary and probable tendency of the defendant’s 
conduct is to deceive the public and pass off his goods or business as 
and for that of the complainant. Similarity, not necessarily identity, 
of name is recognized as a basis for relief. 

INJUNCTION—VIOLATION oF —ConTEMPT—TRADE-N AME. 

Where the complainant, Philip Hilton, had purchased of the de- 
fendant, Joseph Hilton, the latter’s interest in the business, name, and 
good will of the clothing business of “The Hilton Company,” built up 
by both, by large expenditures in advertising, and the defendant, after 
establishing competing stores, had been enjoined from using the name 
“Hilton” alone or in such a way as to lead the public to believe that 
his goods and business were those of the complainant, the defendant 
was rightly adjudged guilty of contempt; it appearing that his com- 
peting stores were near the stores of the complainant, which the latter 
had continued under the original name and advertised as such, and 
that the defendant had adopted as his trade-name and for his signs 
the words “Jos. Hilton & Co.,” and this is so even though, at the time 
of adopting such name, the defendant anticipated the formation of a 
partnership with his two sons and one Tennenbaum, which was in fact 
afterwards entered into. 


Appeal from an order of the Court of Chancery adjudging de- 


fendant guilty of contempt for violation of decree entered upon 
remittitur from the Court of Errors and Appeals (9 T. M. Rep. 
273). Affirmed. 


96. 


See also 9 T. M. Rep. 58, 8 T. M. Rep. 259, and 8 T. M. Rep. 
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Selick J. Mindes and Robert H. McCarter, both of Newark, 
for appellant. 

Waldron M. Ward and John R. Harding, both of Newark, for 
respondent. 


TreNcHARD, Judge: This is an appeal by the defendant from 
an order in an unfair trade case adjudging the defendant guilty of 
contempt for violation of the decree entered upon remittitur from 
this court, modifying in part, and affirming otherwise, the decree 
made upon the final hearing of the cause. 

The complainant filed his bill November 18, 1916, setting forth 
that prior to June 24, 1916, he and the defendant had been engaged 
as partners in the clothing business under the name of “The Hilton 
Company”; that they had built up a large business in the city of 
New York, Brooklyn, and other cities not now requiring mention; 
that, in the course of the conduct of the business, the partnership 
had used the words “Hilton” and “Hilton’s’” alone and in combina- 
tion with other words to designate and describe their merchandise, 
and as a trade-name; that they had expended large sums in adver- 
tising the business under such trade-names; that on June 24, 1916, 
the defendant had conveyed all of his right, title, and interest in the 
partnership to the complainant, including all his right, title, and 
interest to the name and good will of the business; that complainant 
thereafter continued to conduct such business under such trade- 
names in the same localities; that the business continued to be of 
large volume; and that the same general methods of advertising 
were continued 

The bill also alleged that, shortly before its filing, defendant 
had begun a competitive clothing business in the city of New York 
and other localities, and was conducting such business under the 
trade-name “Hilton’s.” The bill further averred confusion and 
prayed relief. 

After hearing, Vice Chancellor Lane in his conclusions, which 
are reported in 102 Atl. 16 [8 T. M. Rep. 96], held that the use 


by the defendant of the trade-name ‘“‘Hilton’s,” in the manner it 


was used in connection with stores in close proximity to those of 
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the complainant, could not but lead to confusion, and tend to injure 
the complainant in his business, and he therefore enjoined the de- 
fendant. 

An appeal was taken, and this court in an opinion reported in 
104 Atl. 375, L. R. A. 1918 F, 1174 [8 T. M. Rep. 259], expressly 
and unqualifiedly held that “‘the evidence entitled the complainant 
to the relief prayed for,” but not exactly that granted in the Court 
of Chancery, and accordingly, on remittitur, a decree was entered in 
the Court of Chancery on July 18, 1918, enjoining the defendant 
Joseph Hilton: 


“From using the name ‘Hilton’s’ or ‘Hilton, alone or in such manner 
as to lead or induce the public to believe that the goods manufactured or 
sold by him are manufactured or sold by complainant and that the business 
conducted by defendant is the same as or a part of the business conducted 
by complainant, from using any emblem or device resembling the trade 
emblem of complainant in any way in his business, and from conducting 
his business so as to deceive the public and induce it to believe that the 
goods manufactured or sold by defendant were manufactured or sold by 
complainant and that the business conducted by defendant is the same as 
or a part of the business conducted by complainant.” 


Following the service upon the defendant of this decree (ac- 
cording to the Vice Chancellor), for a considerable time he con- 
ducted his business regardless of such decree (see opinion in first 
contempt proceedings, 105 Atl. 65 [9 T. M. Rep. 58], but later 
added to the word “‘Hilton’s,”’ on his store signs, the words “J. Hil- 
ton, Prop.” Then the complainant, on August 23, 1918, instituted 
the first contempt proceedings. After hearing, the Vice Chancellor 
adjudged the defendant guilty, but purged him of the contempt 


upon payment of costs and counsel fees, in view of his discontinu- 


ance of such signs after the commencement of the proceedings. 


But since no appeal was taken in that proceeding, we are not con- 
cerned with that, except as it may throw light upon the good faith 
of the defendant’s conduct now in question. 

The defendant then adopted as the style of his trade-name the 
words now in dispute, “Jos. Hilton & Co.” His newspaper adver- 
tising under this name began in the latter part of October, and his 
new signs were put up in the latter part of November. 
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The complainant filed his petition on December 23, 1918, 
alleging the use of this name in the conduct of the defendant’s busi- 
ness in New York City and elsewhere, and praying that the de 
fendant be adjudged guilty of contempt, and after hearing he was 
adjudged guilty. 

The issue made by the petition and answer (to which the scope 
of the hearing was strictly confined), and now presented on this 
appeal, is whether the use by the defendant of the words “Jos. Hil- 
ton & Co.,” as the style under which he conducts his clothing busi- 
ness in competition with the complainant, leads or induces the public 
to believe that the goods manufactured or sold by him are manu 
factured or sold by complainant, and that the business conducted by 
the defendant is the same as, or part of, the business conducted by 
the complainant. 

We think that issue must be determined against the defendant. 
The rights of the parties were settled in general terms by the final 
decree. Thereby the defendant was restrained from using the name 
“Hilton” in such manner as to mislead the public. Whether or not 
he has done so is a question of fact. The test is whether the use 
by the defendant of the words in dispute is likely to deceive ordi- 
nary purchasers buying with such care as would usually be exer- 
cised in such transactions. JVirtz v. Eagle Bottling Co., 50 N. J. 
Eq. 164, 24 Atl. 658; Johnson v. Seabury, 69 N. J. Eq. 696, 61 Atl. 
5; National Biscuit Co. v. Pacific Coast Biscuit Co., 83 N. J. Eq. 
369, 91 Atl. 126 [4 T. M. Rep. 356|. A nice discrimination is not 
expected from the ordinary purchaser. International Silver Co. v. 
William H. Rogers Co., 67 N. J. Eq. 646, 60 Atl. 187, 110 Am. St 
Rep. 506, 8 Ann. Cas. 804. Neither actual confusion nor actual 
fraudulent intent need be shown where the necessary and probable 
tendency of the defendant's conduct is to deceive the public and pass 
off his goods or business as and for that of the complainant. Inter 
national Silver Co. v. Wm. H. Rogers Corp., 66 N. J. Eq. 140, 57 
Atl. 725; Wirtz v. Eagle Bottling Co., 50 N. J. Eq. 164, 24 Atl. 
658; Rubber & Celluloid Harness Trimming Co. v. Rubberbound 
Brush Co., 81 N. J. Eq. 419, 88 Atl. 210, Ann. Cas. 1915 B, 365 
[3 T. M. Rep. 496]; National Biscuit Co. v. Pacific Coast Biscuit 
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Co., 83 N. J. Eq. 369, 91 Atl. 126 [3 T. M. Rep. 196]. Similarity 
not necessarily identify, of names is recognized as a basis for relief. 
International Silver Co. v. William H. Rogers Corp., 66 N. J. Eq. 
119, 57 Atl. 1037, 2 Ann. Cas. 407; s. c., 67 N. J. Eq. 646, 60 Atl. 
187, 110 Am. St. Rep. 506, 3 Ann. Cas, 804. 

With these principles in mind, we turn now to the facts to 
which they must be applied. 

It appeared that the business of the complainant, in which the 
defendant was formérly a partner, had been conducted for many 
years under the name “The Hilton Company”; that it was common 
practice in the advertising and other trade uses of the name to ab- 
breviate the word “Company” to “Co.’’; and that this alternate 
usage was continued by the complainant to the present time, by ex- 
tensive advertisements by signs, in newspapers and in “Tube” trains 
running into New York City to points near which the stores of the 
complainant and the competing stores of the defendant are located. 
It also appeared that the stores opened by the defendant were near 
those of the complainant and necessarily in sharp competition there- 
with, and so continue to the present time. 

Eliminating entirely the abundant proof of actual cases of 
confusion in this case (the admissibility of which is disputed), and 
considering all of the facts, and bearing in mind the whole course of 
the controversy, and the precedent wrongful use of the name (see 
International Silver Co. v. Rogers, 72 N. J. Eq. 987, 67 Atl. 105, 
129 Am. St. Rep. 722), there was ample and persuasive proof be- 
fore the court of the likelihood of confusion. This proof is found in 
the testimony (read in the light of common knowledge), and in the 
inferences properly deducible from the testimony, relating to the 
conditions of competitive trading in the retail clothing business, to 
the respective methods employed by the parties in placing them- 
selves before the public, to the respective locations of their stores, 
particularly in association with the “Tube” advertising of the com- 
plainant, to the likeness of the store signs of the parties in the im- 
pression made upon the eye of the casual and ordinary observer, to 
the absence of effectiveness of the abbreviation “Jos.” in conveying 
to the mind of the public that the defendant was not the original 
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Hilton, and to the similitude of the names respectively employed by 
the parties. 

It will be observed that the defendant, in the trade-name which 
he has adopted, has retained the name ‘Hilton,’ the most prominent 
name in complainant’s trade-name. He has substituted for the 
word “The” the diminutive “Jos.” He has substituted for “Com- 
pany” written out, the word “Co.”, and has put between “Hilton’”’ 
and “Co.” the symbol “&.” He is not attempting to use his own 
name, “Joseph Hilton,” alone. What he is doing is using a trade 
designation which contains a part of his own name in conjunction 
with another word also a part of the complainant’s designation. 
This has the appearance of a studied attempt to adopt a trade- 
name as nearly like that of the complainant as possible without be- 
ing identical. It is probable that there is no distinction in the 
public mind between the word “Company” written out and “Co.” 
The defendant’s contention that he adopted the diminutive “Jos.” 
because he was so known to the trade is not supported by convincing 
proof. It is undisputed that when he adopted the trade-name of 
“Jos. Hilton & Co.” he was in business alone. He says that the 
reason he adopted it was that he “anticipated” taking in his two 
sons and one Max Tennenbaum as partners. It appeared at the 
hearing that in fact this partnership was formed December 26, 
1918, three days after the petition was filed. But the fact that he 
“anticipated” taking in partners did not justify him in adopting the 
trade-name of “Jos. Hilton & Co.,”’ which we think, in the circum- 
stances of this case, was a violation of the decree of this court. If, 
as he says, at the time of adopting his trade-name, he contemplated 
partnership with his two sons and Max Tennenbaum, it would have 
been a simple matter for him to adopt a name which would indicate 
a desire to keep well away from the dividing line between violation 
of and compliance with the injunction. This he did not see fit to 
do, although one can readily think of several combinations of the 
names of the defendant and his prospective partners which could 
have been adopted and which would not at all meet with the disap- 
probation of the court. 

The order under review will be affirmed, with costs. 





— 
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In rE Link-Bett Company 
Court of Appeals of the District of Columbia 


June 2, 1919 


TrapE-Marxs—Descriptive Worps. 


The word “Service,” surmounting a bar with V-shaped ends, re- 
fused registration as a trade-mark for rubber and fabric belts, as be- 
ing descriptive. 

Mr. John S. Barker for appellant. 
Mr. Theodore A. Hostetter for the Commissioner of Patents. 


For the decision of the Commissioner of Patents, see 8 T. M. 


Rep. 276. 


Van OrsveL_L, Judge: This appeal is from the decision of 
the Commissioner of Patents refusing registration of the word 
“Service,” surmounting a bar with V-shaped ends, as a trade-mark 
for rubber and fabric belts. 

We are of opinion that the word “Service” in this instance 
would be descriptive of the quality of the goods. It has a fixed 
meaning in trade generally as indicating that goods so described are 
serviceable, and will not only wear well, but are especially adapted 
to meet the requirements of the user of the goods to which the mark 
is applied. It was not error to refuse registration of the mark 
under the provisions of Section 5 of the Trade-Mark Act of Febru 
ary 20, 1905. 

The decision of the Commissioner of Patents is affirmed and the 


clerk is directed to certify these proceedings as by law required. 


In rE Swan & Fincn Company 
Court of Appeals of the District of Columbia 


June 2 1919 


TrapeE-MarKs—Descriptive Worps. 


“Textul” as a trade-mark for an oil to clean wool and worsteds 
refused registration as being descriptive. 








398 NINE TRADE-MARK REPORTER 





Mr. P. B. Turpin and Mr. J. K. Brachvogel for appellant. 
Mr. Theodore A. Hostetter for the Commissioner of Patents. 


























For the decision of the Commissioner of Patents, see 8 T. M. 
Rep. 276. 


Ross, Judge: Appeal from a decision of the Patent Office re 
fusing to register the word ““Texul’” as a trade-mark “for an oil to 
clean wool and worsteds,” on the ground that it is descriptive of 
character or quality, within the meaning of the Trade-Mark Act. 

We agree with the Patent Office that “Textul” is a misspelling 
of the word textile, and, since an oil for cleaning textiles such as 
those covered by this application might properly be designated as 
textile oil, that ““Textul’’ is not registerable. 

The decision is affirmed. 

In rE Swan & Fincu Company 
Court of Appeals of the District of Columbia 
June 2 1919 


Trapve-Marks—Descrirtive Worps. 
The words “Slo Flo” applied to lubricating grease for high speed 
machines held to be descriptive. 






Mr. P. B. Turpin and Mr. J. K. Brachvogel for appellant. 
Mr. Theodore A. Hostetter for the Commissioner of Patents. 


For the decision of the Commissioner of Patents, see 8 T. M. 
Rep. 276. 


Ross, Judge: Appeal from a decision of the Patent Office re 
fusing to register the word “Slo Flo” as a trade-mark “for lubricat 
ing grease for high speed machines,” the ground of the decision be- 
ing that the words are descriptive of character or quality. 

The examiner pointed out that “the essential properties of 


OR aN EL! BRIO mae mm 


lubricating grease for high speed machinery are a high flashing 
point and viscosity or the quality of flowing slowly.”’ Applicant 
evidently had these properties in mind when, a few days prior to the 
filing of the application, it adopted this mark. 


The decision is afhrmed. 
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Competition in the United States 
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of the law of trade-marks, trade-names and unfair competition in 
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